JUN. 22. 



1999 6:16PM FLEHR HOHBACH TEST 



NO. 1296 P. 3 



Remarks 

Summary <;^f f^o|c|- 

1) Provisional application. 60/023.280 was filed July 25, 1996, naming 
Anderson, Saito, Greenwood and Sun as Applicants. 

2) Provisional application 60/023.280 consisted of one published article 
Saito. et aK, MCN. 6:280-292 (1 995) (Saito) wherein Saito, Greenwood, Sun and ^ 
Anderson are listed as Authors. (Publication date is August 22, 1 995). 

3) Provisional application 60/023,280 does not have any section entitled 
"Claimed Subject Matter"; its an article as stated in parag^ph (2). 

4) No Declaration/oath was filed for 60/023,280, therefoi^, none of the 
Applicants listed in paragraph (1) signed any documents in 60/023,280. 

5) Sun, who as indicated in paragraph (I) above was listed in the transmittal 

as an Applicant, was not listed in the Response to Missing Parts indicating .sidences of 
AppUcants, so in a Response to a Notice of Incomplete Response, the residence of Sun 
was forwarded to the PTQ on January 10, 1997. 

6) •^°*'<>">'Wii«tion 60/023^80 went ab»,donedd™„g July of 1997, 
whe..™ ^ was ««1 Declara,io.^<«.h, no si^^ ^ Applica«s oa any 
documents, and no Section of CWmed Subject Matter. 

V August 22, 1996, UtUity applicadon 08/701,278 «^ filed claiming 
Priority to Ptovisional application 60/023,280, nanting Ande^on and Saito as inventors. 
8) December23, 1998.aDee.a«tio„u«,er37CFR 1.132 m accordance with 
was submitted to the PTO, indicating tlat the worlc contributed by Greenwood 
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and Sun in the Saito MCN mn*^ ri.M . ■ 

to MCN paper dad not nse to the level ofinventorship in Utility 
application 08/701.278. 

9) The Advisoiy Action of Aprin2 1990inTwu», 

iz, iyy9 in Utihty application 08/701 278 

AeliueJ^ declaration. 
Segaest for reronsidftra t.»j^ 

~-™yre.uest«.onside.tionofwhethertheDecl^^^^^ 

7CFR l-132inaccordance withliueKat2submittedtothePTOon n 

« lo me r 1 o on December 23, 1 998 

obviates the 102(a) rejection over Saito. 

The largj^ declaration specificallv states that 

>^ ncauy states that the work contributed by 

application as confirmed by a Declaration ck ■« ^ 

y d uecjaration submitted December 23, 1 998. 

nse U, ,.ve, of i^e„„^, ^^^^^^^^^ ^ 

Applicants submit that an In re Va*-^ i j 

ao bu^ would no, bo appUoabi. ,o Provisio,^ ^^^^ 
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Serial No.: 08/701,278 
Filed: August 22, 1996 

60/023,280. 

Similarly, since technically there is no claimed subject matter in the provisional 
application, a change of inventorship in the provisional application (even if not 
abandoned) seems inappropriate. In particular, it is unclear how we would address 
whether Greenwood and Sun invented any claimed subject matter in the provisional 
application when there is no claimed subject matter. 

In any event, Applicants submit that there is no legal basis to iequi« that the 
inventorship to an abandoned priority case and a pending case be the same in order to 
submit an U^eK^ declaration to obviate art published within a year of both the priority 
and the pending case, 

the 102(a) „je«ion i. obviated by the Ioie^ declaration wUch address the 
present clain« atrf whieh addresses an article published within a year of the utility 
application The^fo^. d,e declaration is properly applied to the pr^em case. 

Moreover, AppUcants point om that the MPEP. Section 201 .04, (enclosed again) 
in the discussion of 37 CFR 1.4S(e) is applicable, and "is in corner". In particular, 
MPEP, Section 201.04 isnot directed to^rd priority^. butis di,«ted toward any 
situation ^ onemight change i„vento,.hip in a provisional application. He 
toguage only mentions priority to indicate that fl,e .ole of the p^visional application (to 
serve as a priority document) is not effected by a change of inventorship, therefore, there 
is no reason to correct, or make consistent, inadvertent etrors in inventorship. 
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Funhennp:.. Applicants' cou^y h,v, spoken p„i,„„, ^^^^^ 

residing ^ ,^„,„„ ^ ^ ^ ^^^^ ^^^^^^^^ 

-euod^Rui. >..S2soa«.i„™,„^ip^,,^^^^^^^^ , ^ 
Petitions Division ^ ^ ^ . ^ 

matter in the provisional application. 

The^o.. ti« only issue Ou. seems to be re„„i„i^ ^ ••inoonsis.ency 
u. *e «oo^.. ^ ^ i^^. ^ ^ ^^^^^ ^ 

subject Applicant s„b™i, ^ i,one ^ed .o define ^ 

cWed s«bje« mancr in utility 08/701,278. one .odd turn to 08/701.278, ti,e«fore no 

harm is done. 

The lajs^ is applieable because Saito was published within a year of ti. 
Utility applicatio,. Specifically. ^ declaration is dit^tly applicable to the clal„.ed 
subject ntaner witi,ou. co„sid««ion of the priority document or inventorship ^ 
r^^n. in light of the foregoing. Applicants respectfhUy «,„es. that the present case 

...II J 



be allowed, 
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FLEHR HOHBACH TEST 
ALBRITTON & HERBERT LLP 



Dolly A. V^nce 
Four Embarcadero Center, Suite 3400 
San Francisco, CA 941 11-4187. Dated: ^ung^aam 
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inventor is not being improp riy deleted from the 
application. Written consent of any assignee is not 
required for petitions filed under 37 CFR 1.48(b). 

When any concetion or d»ange is efected, the file 
should be sent to the Applicatibn Division for revisujn of its 
records and the change should be noted on the origi- 
nal oath or declaration by writing in red ink in the left 
column "See Paper No. _ for inventorship 
changes". See MPEP § 605.04(g). 

37 CFR 1.48(c) 

37 CFR 1.48(c) provides for the situation where a 
nonprovisional application discloses unclaimed subject 
matter by an inventor or inventors not named in the ap- 
pli«tion as fflcd. In such a situation, the nonprovisional 
application may be amended pursuant to 37 CFR 1.48(a) 
to add daims to the subject matter and also to name the 
correct mventors for the application. The claims would 
be added by an amendment and, in addition, an amend- 
ment pureuant to 37 CFR 1.48(a) would be required to 
correct the inventors named in the application. Any 
claims added to the application must be supported by the 
disclosure as filed and cannot add new matter 



MAmJALOPPATENTEXAMINiNG PROCEDURE 

37 CFR 1.48(e) 



37 CFR 1.48(d) 

37 CFR I.4g(d) provides a procedure for adding the 
name of an inventor in a provisional application, where 
the name was originally omitted without deceptive in- 
tent. 37 CFR 1.48(d) docs nfli require the verified state- 
ment of facts by the original inventor or inventor, the 
oath or declaration by each actual inventor in com- 
pliance with 37 CFR 1.63, or the consent of any assignee 
as required in 37 CFR 1.48(a). Instead, the procedure re- 
quires the filing of a petition identifying the name or 
names of the inventors to be added and including a state- 
ment that the name or names of the inventors were 
omitted through error without deceptive intention on 
the part of the actual inventor(s). The statement would 
be required to be vcriGed if made by a pci^on not regis- 
tered to practice before the PTO. The statement could 
be signed by a registered pracUtioncr of record in the ap- 
^ representative capacity under 
J/ ^tH. 1.34(a). nie petition fee set forth in 37 CFR 
1.1 7(q) would also be required. 



37 CFR 1.48(e) provides a procedure for deleting the 
name of a person who was enoncously named as an in 
ventor m a provisional application. Under 35 USC 
119(e), as contained in Public Law 103-465, a later filed 
application under 35 U.S.C 111(a) aia^daimBrisain, 
benefitsbased on a copending prpvififoDal application so 
long as the appUcations have at least o ne invent or in 
common. Anerspr in naming a petson as an inventor in a 
provisional appUcation woul dnot requir e correction by 

^ appli cation since this w ould have ^^^^ upon 
tf ie abihty of th e provisional appIic a Hon ta sei vs :>, 1,'k„ 
SIS fwaprionty daim under 35 U.S.C 119(e). However 
37 CFR 1.48(e) sets forth the requirements for dclebng' 
the name of a person erroneously named as an inventor 
m a provisional appHcation. The procedure requires an 
amendment deleting the name of the pereon who was er- 
roneously named accompanied by: a petition induding a 
statement of facts verified by the person whose name is 
bemg deleted establishing that the error occurred with- 
out deceptive intention; the fee set forth in 37 CFR 
l-17(q); and the written consent of any assignee. 

201.04 Parent AppUcation (R-1) 

The term "parent" is applied to an earUer application 
of an inventor disdosing a given invention. Such inven- 
tion may or may not be daimed in the first application 
Benefit of the filing date of copending parent apphca- 
Hon may be claimed under 35 U.S.C 120 >The term 
parent will not be used to describe a provisional applica- 
tion. < 

201.04(a) Original Application IR-2] 

"Original" is used in the patent statute and rules to 
refer to an applicauon which is not a reissue application. An 
original appUcation may be a »>fjiist< fiUiig or a continuing 
appIicatiOTi. 

201.04(b) Provisional Application [R-3] 

35 U.S.C. Ill Application. 

(b) PROVISIONAL APPUCATION.- 

r.K^^ ^^^'^'2^'^ON.-ApfOvisionaIapplicauontorpatcnt 
shali be made or authorized lo be made by the inventor, cxccp: bs 
othciw«c provided in thU title, in writing lo ihc Commissioner. Such 
applicauon shall include^ 

.[^^ a specification as prescribed by ihe first paragraph of 
scaion 1 12 of this title; and f ^ k 
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